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{4 Let’s Get Social!

Follow the American Chemical Society on Twitter, Facebook,
Instagram, and LinkedIn for the latest news, events, and
connect with your colleagues across the Society.

linkedin.com/company/
american-chemical-society

@AmerChemSociety | @AmericanChemicalSociety @amerchemsociety

Contact ACS Webinars® at acswebinars@acs.org
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CUCK + WATCH » LEARN = DISCUSS

Where is the Webinar Recording?

ACS Members w/Premium Package

All Registrants

Watch the unedited recording
linked in the Thank You Email
for 24 hours.

Visit the ACS Webinars® Library
to watch the edited and
captioned recording.
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Sam Jones, PhD
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Science Writer & Exec Producer

Looking for a new science podcast

to listen to? » Deboki Chakravarti, PhD
. p P Science Writer & Co-Host
T e I\I b TO SUBSCRIBE
[ 0 o .
oche visit http://Www.acs.orq/tlnvmatters or

MATTE RS scan this QR code
ale W35 =]
’ £\

Check out Tiny Matters, from the American Chemical Society.

ACS Industry
Member Programs

* ACS Industry Matters

ACS member only content with exclusive
insights from industry leaders to help you
succeed in your career. #ACSIndustryMatters

Preview Content: acs.org/indnl

+ ACS Innovation Hub LinkedIn Group

Connect, collaborate and stay informed about
the trends leading chemical innovation.

Join: bit.ly/ACSinnovationhub
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ACS

A Career Planning Tool For Chemical Scientists & chemistryfor Life”

ChemlIDP is an Individual Development Plan
designed specifically for graduate students and
postdoctoral scholars in the chemical sciences.
Through immersive, self-paced activities, users
explore potential careers, determine specific skills
needed for success, and develop plans to achieve
professional goals. ChemIDP tracks user progress
and input, providing tips and strategies to
complete goals and guide career exploration.

https://chemidp.acs.org !
7
Career Consultant Directory &F Chemistryfor Life®
Find a Career Consultant
Academia Government Industry
W -
Nonprofit Independent Retirement
* ACS Member-exclusive program that allows you to arrange a one-on-one appointment with
a certified ACS Career Consultant.
* Consultants provide personalized career advice to ACS Members.
* Browse our Career Consultant roster and request your one-on-one appointment today!
www.acs.org/careerconsulting 8
8


https://chemidp.acs.org/
http://www.acs.org/careerconsulting

7/26/2022

ACS Scholar Adunoluwa Obisesan
BS, Massachusetts Institute of Technology, June 2021

(Chemical-biological Engineering, Computer Science & Molecular Biology)

“The ACS Scholars Program provided me with monetary
* support as well as a valuable network of peers and mentors
who have transformed my life and will help me in my future
= endeavors. The program enabled me to achieve more than |
R . could have ever dreamed! Thank you so much!”

GIVE TO THE
: A &~ C SCHOLARS
e 7, /% 2 PROGRAM

Donate today at www.donate.acs.org/scholars

ATLANTIC BASIN CONFERENCE ON CHEMISTRY

388 ABCChem

CHEMISTRY BIOLOGY & HEALTH
GREEN CHEMISTRY
MATERIALS & NANO

EDUCATION & SCIENCE COMMUNICATIONS

Atlantic Basin Conference

on Chemistry REGISTER TODAY
Linking the World through Chemistry ABCChem.org

13-16 DECEMBER 2022 | MARRAKECH, MOROCCO

HOTEL: MOVENPICK HOTEL MANSOUR EDDAHBI MARRAKECH
CONVENTION CENTER: PALAIS DES CONGRES MARRAKECH

ABCChem.org #ABCChem2022
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ACS Career Resources

rofesscnal Development & Education

Register for a 2022 Virtual Office Hour

1s Grad School Right for Me?
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https://www.acs.org/content/acs/en/careers/developing-growing-in-your-career.html
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ACS Bridge Program

Are you thinking of Grad School?

If you are a student from a group underrepresented in the chemical sciences, we
want to empower you to get your graduate degree!

The ACS Bridge Program offers:

* A FREE common application that will highlight your achievements
to participating Bridge Departments

 Resources to help write competitive grad school applications and
connect you with mentors, students, and industry partners!

Learn more and apply at www.acs.org/bridge

Email us at bridge@acs.orq

12
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Get in touch with the Office of Diversity,

Equity, Inclusion & Respect

The Office of Diversity, Equity, Inclusion & Respect (DEIR)
is the central hub at the American Chemical Society that
coordinates, supports, and guides all efforts by staff,
members, and governance toward Strategic Goal 5,
“Embrace and Advance Inclusion in Chemistry.” The Office
of DEIR at ACS is committed to empowering everyone,
irrespective of lived experience and intersectionality of
identities, to fully participate in the chemistry enterprise.
The Office of DEIR welcomes comments, suggestions,
and questions around issues of diversity, equity, inclusion,
and respect from members at any time. Please do not
hesitate to reach out to the Office through this form.

Please do not hesitate to reach out to the Office of
DEIR at diversity@acs.org

https://fs7.formsite.com/acsdiversity/ACSMemberFeedback/index.html

DIVISION OF BUSINESS DEVELOPMENT ANDMANAGEMENT © & & JOin uS!

BMGT is about the business of chemistry!

We focus on the essentials that actualize chemistry's
solutions - like management, safety, regulations, sales and
marketing - everything inside and outside the laboratory that
develops and produces products that improve our lives and

make the world better.

Find out more bmgt.org

7/26/2022
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ACS SCHB Where all the elements come ACS Technical Division
together for a successful chemical business W Simall:chemical Bussifiess (SCHE)

The ACS Small Chemical Business team is here to assist you in the formation,
development, and growth of your small chemical businesses.

SCHB helps chemists working in
small enterprises, including self-
employed, with the legal, social,
educational, legislative, regulatory,
and economic aspects of their
unique professional status.

See what SCHB is doing and
what it can do for you!

https://acs-schb.org
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CLICK ~ WATCH - LEARN - DISCUSS

NEXT WEEK!

INTI\ER

£R
FRIDAXS

Thurs., Aug. 4, 2022 | 2:00pm-3:00pm ET Wed., Aug. 10, 2022 | 2:00pm-3:00pm ET Fri., Aug. 12, 2022 | 1:00pm-2:30pm ET
How to Minimize Taxes and Create To Cheat or not to Cheat: Changing  Putting Sustainable Chemistry to
Your Legacy the Question Work in Manufacturing
Co-produced with ACS Office of Philanthropy Co-produced with ACS Education and the ACS Society Co-produced with ACS Committee on Science and the ACS
Committee on Education Office of Sustainable Development

Register for Free Browse the Upcoming Schedule at www.acs.org/acswebinars

16
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ACS
W Chemistry for Life®

www.acs.org/acswebinars

THIS ACS WEBINAR®
WILL BEGIN SHORTLY...

% Say hello in the
guestions window!
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Starting a Company: How to Setup Essential Business Contracts

JIM VERDONIK, JD ANGELA WILSON, PhD H.N. CHENG, PhD JIM SKINNER, MBA DIANE GROB SCHMIDT, phD

Co-Founder, ACS Immediate Past President ACS SCHB Chair, and
Innovate Capital Law CEO, Terregena, Inc.

ACS President, and
Director, MSU-Q,
Michigan State University

2015 ACS President and Adjunct
Professor of Chemistry,
University of Cincinnati

This ACS Webinar ® is co-produced with ACS Industry Member Programs, ACS Current and Immediate Past Presidents, ACS Board Committee on Corporation
Associates, ACS Committee on Technician Affairs, ACS Division of Small Chemical Businesses, and ACS Division of Business Development and Management.

18
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STARTUP CONTRACTS
AND DEALING WITH UNIVERSITIES

GOOD CONTRACTS TELL
RELATIONSHIP STORIES

CRITICAL DISTINCTION DETERMINES STRATEGY

TRANSACTION?  RELATIONSHIP? BOTH?

Copyright Innovate Capital Law, all Rights Reserved

20

10
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GOALS AND APPROACH

TRANSACTIONS: Short-Term Goals -Maximize
Return — Hard Nosed Negotiation

RELATIONSHIPS: Longer Term Goals - Balance
Benefits for the Parties - Compromises

THREE BASIC TYPES OF
COMMERCIAL RELATIONSHIPS

Buy or Sell Buy or Sell Product or Service

License: Any Grant to Use a Legal Right
to Use Property

Promise to Do Something or
Not Do Something
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b= =ler Develop or Test Product or
CEH A Technology

UNDERSTAND Protect IP Rights
RELATIONSHIP
PURPOSE Demonstrate Market Traction or

Customer Feedback

Promote Brand or Build Market

Promote Channels

el [=le1(=1] Generate Revenue

Copyright Innovate Capital Law, all Rights Reserved

23

LAWYER VALUE
BUILDING RELATIONSHIPS AND CONTRACTS
ASSESSING whether Deal is Possible Given Goals,
Resources, Timing and Bargaining Power of Both Sides

COUNSELING Client about issues and
weighing best combination

ASSESSING

COUNSELING

[HANREAN € TRANSLATING Goals to Contract Provisions

NEGOTIATING balance achieving deal points with
promoting the relationship

STOPPING when have won — Close the Deal

POSITIONING client to move to next level
(good will and termination)

POSITIONING

12
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REVENUE MODELS

Transaction Credit
Credit -
Collection Risk

Power of Free —
Users vs Customers

Transaction COD -
Simple

Subscription -
Advertising - Recurring Revenue
Monetizes Users - Builds Company
Value - Relational

Copyright Innovate Capital Law, all Rights Reserved

25
CUSTOMERS  CONTRACTORS  VENDORS  CONSULTANTS
CHANNEL PARTNERS
MARKETPLACE PLAYERS
§ CopyrightInnovate Capltal Law, al ights Reserved

13
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B2C vs B2B

(o011 ¥Ne1 a1 Website Ts & Cs, order  Forms or Negotiated
forms, Package Terms  Agreement

LANGUAGE Plain English Unregulated
REGULATIONS Consumer Protection Unregulated
Laws

LIABILITY RISKS Class Action and Other Party
Consumer Protection

Agencies

CONTRACT =
STORY OF RELATIONSHIP

Copyright Innovate Capital Law, all Rights Reserved

28

14



Two Parties One
Product or Service
(Product/Service is
Known)

Two Parties
Product/Service is
Not Known (Master
Agreement)

o

7/26/2022

Two Parties
Multiple Products
and /or Services
(One Way: One is
Buyer and Other is

Seller)
Two Parties
Multiple Products
and /or Services
(Two Way: Both
are Buyers Both
are Sellers)

Staged
Relationships that
Change Over Time

More than Two
Parties

30

RELATIONSHIP
STAGES

Talk Non-Disclosure Agreement (NDA) or
Confidentiality Agreement
Evaluate Materials Transfer Agreement or Test Agreement

Negotiate Memorandum of Understanding (MOU)
Letter of Intent
Term Sheet

Agree Master Contract
Orders Forms
Statements of Work (SOWs)
Standard Terms and Conditions
Changes Renewals, Terminations, Amendments, Waivers
Releases,

TYPES OF DOCUMENTS 30

15
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COMMON ATTRIBUTES OF

CHANNEL PARTNERS RELATIONSHIPS

PRODUCT PARTNER SELLS PARTNER TRADE
PRODUCER TO BROADER MAY ADD PERCENTAGE
LEVERAGES CUSTOMERS VALUE OF MARGIN

RESOURCES OF BASE

THE PARTNER

Copyright Innovate Capital Law, all Rights Reserved

32

» Channel Parthner may be Buyer
» Relationship is a Test Drive

» Giving Partner Too many Rights May Eliminate Need to Buy
Business

» Reduces Amount of Capital Needed/ Reduces Dilution
» Reserve Right to Terminate Relationship Buyer May Not Like

Copyright Innovate Capital Law, all Rights Reserved

16
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33

Reseller
Value Added Reseller (VAR)

Original Equipment Manufacturer (OEM

Distributor

Licensee

Copyright Innovate Capital Law, all Rights Reserved

_—

TYPES OF
CHANNEL
PARTNER
RELATIONSHIPS

34

Independent Sales Representative

Reseller

Value Added Reseller (VAR)

Distributor

Licensee

Copyright Innovate Capital Law, all Rights Reserved

TYPES OF
CHANNEL
PARTNER
RELATIONSHIPS

17
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35

Co-Development

Copyright Innovate Capital Law, all Rights Reserved

TYPES OF
CONTRACTS

36

JOINT VENTURES

CORPORATE

PARTNERS

Copyright Innovate Capital Law, all Rights Reserved

MULTI-LEVEL
RELATIONSHIPS

18
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JOINT VENTURES TYPES

EQUITY MULTIPLE CONSORTIUMS
OWNERSHIP CONTRACTS
IN ENTITY

37

SIMPLE BUY-SELL CONTRACTS

DELIVERABLES PAYMENT TERMS

DISPUTE

RESOLUTION
(Law/Venue)

19



Parties Geographic

Scope

Products or Exclusive or
Technology

Covered

Length and
Termination
Provisions

Non-Exclusive

7/26/2022

Commitments —
Volumes/
Education/
Marketing
Efforts/Improve
ments

Activity
Permitted

Pricing

Protect Own
Trade Secrets, but
Don't Limit to
Trade Secrets

Beware Pollution:
Exposing R & D
Team fo Trade

Secrets of Others

Business
Information

Best Confract
Can't Protect if
You Give Secrets
to a Thief

May be Difficult to
Find Out About
Breaches

Do Noft Limit
Consequential
Damages and

Lost Profits

Two Time Periods:
How Long Can
Disclose and How
Long After Disclosure
Does Protection Last

Copyright Innovate Capital Law, all Rights Reserved

40

Non-
DISCLOSURE
AGREEMENTS

20



NON-DISCLOSURE AGREEMENT ISSUES

TRUST - Is
Counterparty
Trustworthy2

PARTIES - Are
Parents, Subsidiaries,
Affiliates covered?

PURPOSE - Why Is
Information being
Disclosed?

TYPE INFORMATION -
Business? Technical?
Specified?

TIME PERIOD - How
long disclosures
made? How Long
Information
Protected?

DAMAGES - Do not

prohibit lost profits

and consequential
damages.

INFORMATION NOT PROTECTED BY NDA

7/26/2022

3% s disclosed with the express prior written approval of the Discloser;
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SCOPE OF LICENSE RIGHTS

Length: Exclusive or
Licensed IP Field of Use Perpetual? Non-
Revocable? Exclusive

Sublicense
Rights

LICENSE ECONOMICS

01 07 03 04 05 06 07

Signing Milestone Sublicense Royalties Expense Fees for Cross
Payment | Payments Fees Reimbursements § Services License

Copyright Innovate Capital Law, all Rights Reserved

44

22
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CONDITIONS TO CONTINUE LICENSE RIGHTS

MINIMUM SALES MARKETING EFFORTS IMPROVEMENTS CROSS LICENSES
(0] § {0 F:YA ] AND BUDGETS

LICENSE AGREEMENTS ISSUES

Define Licensed IP -
specific trade secrets, Is future IP and
patents, patent improvements Is Technology
applications, covered?
frademarks, copyrights

Who Recovers
Damages for
Infringement

Can Licensee Sue Who Pays for
Others For Infringement Infringement?
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LICENSE PITFALLS FOR LAWYERS

Technical Definitions Patent Abuse -
Are Important (Field of collecting royalties
Use Most Important) - after patent expires or

Lawyer Needs to in geographic areas
Understand have no patent rights

Patent claims later
invalidated

Bankruptcy

LICENSE
PRIMARY BANKRUPTCY ISSUES

Debtor can assume or reject “executory contracts” (Section 365 Bankruptcy Code 11 USC §365)

[Executory Contract Not Defined in Bankruptcy Code

Common Law Definition Executory Contract: ““contract under which the obligations of both the bankrupt and the other party to the contract are
so far unperformed that the failure of either to complete performance would constitute a material breach excusing performance of the other.”

Section 365(c) of the Bankruptcy Code provides that when applicable non-bankruptcy law prohibits a contract's assignment, it may not be
assumed or assigned by a debtor without the permission of the non-debtor counterparty to the contract

Section 365(n) provides that, if an IP licensor declares bankruptcy and rejects a license, the licensee can essentially override the rejection and
retain its rights under that agreement (and any supplementary agreements, such as source code escrow agreements for software licenses). To
retain its licensed rights, the IP licensee must continue to honor all of the license's terms, such as paying all royalties.

MANY OTHER BANKRUPTUCY ISSUES
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Provisions that make filing bankruptcy a breach by the debtor are invalid

Debtor can assume or reject “executory contracts” (Section 365 Bankruptcy
Code 11 USC §365)

Executory Contract Not Defined in Bankruptcy Code

Common Law Definition Executory Contract: “contract under which the
obligations of both the bankrupt and the other party to the contract are so far
unperformed that the failure of either to complete performance would
constitute a material breach excusing performance of the other.”

If the primary obligation of the licensee that remains to be performed is to pay royalties,
milestones and other payments , the contract is not executory and the debtor cannot
reject the license

Examples of executory contracts (and some common reasons why they might be
executory) include: Real estate leases (tenant has to pay rent/landlord has to
provide space); Equipment leases (lessee has to pay rent/lessor has to provide
equipment); Development contracts (development work required/payment
required on milestones), and; Licenses to intellectual property (licensee can use
only within scope of license/licensor must refrain from suing for licensed uses).
Debtor has 60 days in Chapter 7 and until confirmation of a reorganization plan
in Chapter 11 to decide whether to reject or assume the executory contract
during which time the non-debtor party to the executory contract has to keep on
performing as if no bankruptcy had been filed

If the debtor assumes the executory contract, the debtor has to pay (“cure”) in full
any payment or other defaults and show that it can actually perform in the future
too (same rule for any assignee)

SPECIAL
BANKRUPTCY

RULES FOR
LICENSES

Copyright Innovate Capital Law, all Rights Reserved

50

50

Section 365(n) provides that, if bankrupt IP licensor rejects a license, the
licensee retain its rights under that agreement (and any supplementary
agreements, such as source code escrow agreements for software
licenses). To retain its licensed rights, the IP licensee must continue to
honor dll of the license’s terms, such as paying all royalties.

May 20, 2019, the U.S. Supreme Court ruled in Mission Product Holdings,
Inc. v. Terminology, LLC, 587 U.S. __, that a debtor’s ability to reject
executory contracts under Section 365(a) of the Bankruptcy Code does
not permit the debtor to rescind trademark licenses

But debtor can stop performing services, such as tech transfer, bug fixes
and other things that require the licensor to spend money or effort

Debtor that is a licensee can reject an executory contract where the
debtor has an obligation to pay money

25



GROUND RULES

Relationship
Based on
University Rules

Different Than
Dealing Private
Company

7/26/2022

But Supposed
to Actin
“Public Good”

Structure is
Horizontal, Not
Vertical

Competing
Interests within
University

Risk
Avoidance
Culture

TYPES OF UNIVERSITIES

Decisions Slow-
Time is Not
Money to
University

Repeat: Decision
UNBELIEVABLY
Slow

Different Approaches Depending on Type:

e

.

Private

Ve

.

Public

Ve

.

Public Land Grant
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TYPES OF INTERACTIONS

University Private
Extension Consulting by Hire Grad Students
Programs Faculty

Use of Facilities/ Use of Data
Equipment or Tools

Copyright Innovate Capital Law, all Rights Reserved

53

EMPLOYMENT/

CONSULTANTS

27



TECHNOLOGY TRANSFER DEPARTMENT

Ol 02

Tech Transfer
Department
Responsibilities:

e Licensing
*Sponsored Research
*Some Grant Writing

e Patent Prosecution
*Revenue Generation

May Be More Than
One Tech Transfer
Office in Same
Institution

e University
* Affiliated
Hospital

License
Structures
Similar to

Private
Licensing

Some
Special
Issues

Copyright Innovate Capital Law, all Rights Reserved

03

Different Rules

Satisfy

Conflicting

Constituencies

¢ Administrators

 Professors

* Students

¢ Alumni/Donors

* Other Sponsors
and
Contributors

* Taxpayers

04

Common
Problems

* Understaffed
*High Turnover
*Low Compensation

* Often Lack Industry
Experience

Knowledge
Mission:
Publish
Information

7/26/2022
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Privacy Limited By Freedom of Information Act

LICENSING Policy Disfavors Trade Secrets

contnucsl O ———
Conflicts of Interest with Licensees Because Many

Patents/Inventions

LICENSING
(continued)

Diligence Milestones
Especially if Long R & D

University Motivated to Project Ahead
Ensure Technology Used * Patent Fee Payments
* Raising Capital
* Extension Fees Until Royalty
Stream Starts

Beware Layering Royalties

Equity Interest by

University: Positives
and Negatives

Copyright Innovate Capital Law, all Rights Reserved

58
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SPONSORED RESEARCH

Leverage University

D A7 L 7 Equipment/Personnel

Copyright Innovate Capital Law, all Rights Reserved

59

SPONSORED RESEARCH
(continued)

University Retains
Rights to Publish Negotiate Pre-
Invention Publication Review
Information

7/26/2022

Better Service

Pre-Negotiate Most
License Terms

Negotiate
Publication Review
Delay to Facilitate

Patent Filing

Economic Issues

elicense Fees

*Royalty

* Administration Fee — University Makes Profit on
Research Money Means Less Money Goes to Research

30
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g Only Thing More Complicated Than Dealing With One University is Dealing
More Than One University

Fights Over Money Split

Eh

~/ Reputation and Getting Credit

Consortiums Often Discussed, but Few Successful

y':

Many are Called, but Few are Chosen

Copyright Innovate Capital Law, all Rights Reserved
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ACS

H @ Chemistry for Life®
DIVISION OF BUSINESS DEVELOPMENT AND MANAGEMENT LU ] JOI n uS! ry

BMGT is about the business of chemistry!

We focus on the essentials that actualize chemistry's
solutions - like management, safety, regulations, sales and
marketing - everything inside and outside the laboratory that
develops and produces products that improve our lives and
make the world better.

Find out more bmgt.org

62
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ACS SCHB where all the elements come ACS Technical Division
together for a successful chemical business W SmallChemical Busiriess (SCHE)

The ACS Small Chemical Business team is here to assist you in the formation,
development, and growth of your small chemical businesses.

SCHB helps chemists working in
small enterprises, including self-
employed, with the legal, social,
educational, legislative, regulatory,
and economic aspects of their
unique professional status.

See what SCHB is doing and
what it can do for you!

https://acs-schb.org
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ACS
W Chemistry for Life®

www.acs.org/acswebinars

THE LIVE Q&A IS
ABOUT TO BEGIN!

Keep submitting your questions
in the questions window!
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CLCK » WATCH - LEARN »+ DISCUSS

FRONT\ER

; FRIDAYS

Thurs., Aug. 4, 2022 | 2:00pm-3:00pm ET Wed., Aug. 10, 2022 | 2:00pm-3:00pm ET Fri., Aug. 12, 2022 | 1:00pm-2:30pm ET

How to Minimize Taxes and Create To Cheat or not to Cheat: Changing  Putting Sustainable Chemistry to

Your Legacy the Question Work in Manufacturing

Co-produced with ACS Office of Philanthropy Co-produced with ACS Education and the ACS Society Co-produced with ACS Committee on Science and the ACS
Committee on Education Office of Sustainable Development

Register for Free ~ Browse the Upcoming Schedule at www.acs.org/acswebinars
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www.acs.org/acswebinars

@ ACS Webinars

CUCK + WATCH » LEARN = DISCUSS

Learn from the best and brightest minds in chemistry!
Hundreds of webinars on a wide range of topics relevant to

chemistry professionals at all stages of their careers, presented

by top experts in the chemical sciences and enterprise.

° Edited Recordings

~#——— are an exclusive benefit for ACS Members with the
Premium Package and can be accessed in the

A /4 ACS Webinars® Library at www.acs.org/acswebinars

Y '%' Live Broadcasts
of ACS Webinars® continue to be available free to
the general public several times a week generally
from 2-3pm ET. Visit www.acs.org/acswebinars to
register* for upcoming webinars.

*Requires FREE ACS ID

66
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ACS
W Chemistry for Life®

www.acs.org/acswebinars

@ ACS Webinars

CLCK + WATCH - LEARN - DISCUSS

ACS Webinars® does not endorse any
products or services. The views expressed in
this presentation are those of the presenter
and do not necessarily reflect the views or
policies of the American Chemical Society.

Contact ACS Webinars® at acswebinars@acs.org

Mike  Rusasell Enck

67

67

34


mailto:acswebinars@acs.org?subject=I%20have%20a%20question

