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What Every Chemist 
Should Know  
About Patents 

FOREIGN FIL ING LICENSE 
[See page 15 of third edition] 

  For “an invention made in this country,” 
U.S. laws require that a "foreign filing license" be 
obtained from the PTO before a patent application is 
filed in another country for that invention, or the ap-
plicant must wait six months after filing a U.S. patent 
application for that invention before filing a counter-
part foreign application.  A failure to abide by this 
rule will bar issuance of a U.S. patent for the inven-
tion, or in the case a U.S. patent has already issued, 
will invalidate the issued patent.  Under certain cir-
cumstances, the failure to obtain a foreign filing li-

cense may be remedied by 
petition.  See 35 
U.S.C. §§184, 185. 
  
 This is best illus-
trated with an exam-
ple.  Research carried out 
in the U.S. is funded by a 
company in Germany.  A 
patent application may not 
be filed in Germany (or in 
the European Patent Of-

fice) without obtaining a foreign filing license from 
the U.S. PTO.  In the alternative, a U.S. patent appli-
cation must be filed, and then a patent application 
may be filed in Germany (or in the European Patent 
Office) six months after the filing of the U.S. appli-
cation.  In this example, the citizenship of the re-
searchers is irrelevant.  The determining factor is that 
the research was conducted in the U.S. (i.e., the in-
vention was "made" in the U.S.) 
 
DOCUMENT DISCLOSURE 
PROGRAM OF THE PTO 
[See page 12 of third edition] 

 The PTO’s document disclosure program is 
of limited utility now that an inventor can file a pro-
visional patent application.  It is expected that the 
program will be eliminated as proposed by the PTO 
in May 2006. 
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UPDATE OF RESOURCES 
[See pages 20-21 of third edition] 
 
 If you need information about patents, de-
signs or trademarks from any country in the world, 
you can check the following gateway websites for 
links to other websites: 
 
IP Menu - http://www.ipmenu.com/ 
A comprehensive directory of sites on all aspects on 
intellectual property, including official government 
sites from most countries, produced by IP organizers, 
a part of Phillips, Ormonde & Fitzpatrick, an Austra-
lian law firm.  
 
The British Library patent links page - http://
www.bl.uk/collections/patents/othlinks.html 
A large collection of links to IP sites of all kind. 
 
In addition, the American Chemical Society’s 
Chemical Abstracts Service covers patents from pat-
ent offices worldwide - http://www.cas.org/EO/
caspat.html 
 

DISCLAIMER 
 The purpose of this pamphlet is to provide 
you with a brief overview of patents.  It is for infor-
mation only and is not meant to replace legal advice; 
we recommend that you direct legal questions to a 
patent attorney or patent agent on the register of the 
U.S. Patent and Trademark Office. 
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 Since the publication of the third edition 
of What Every Chemist Should Know About Pat-

ents in early 2002 http://
membership.acs.org/C/
CPRM/   patent law reform 
and associated proposals 
have been widely dis-
cussed.  However, very few 
changes actually have been 
adopted.  The information 
in the third edition of What 
Every Chemist Should 

Know About Patents requires updating in two spe-
cific areas: 
 
• Changes in the deadlines for an interna-
tional patent application filed under the Patent Co-
operation Treaty (PCT); and 
• Advances in the electronic aspects of patent 

application processing and patent information. 
 
 Another change, although of minor im-
pact, is that the U.S. Patent and Trademark office 
(PTO) proposed in May 2006 to eliminate its 
“disclosure document” program.   
 Also, the Committee on Patents and Re-
lated Matters is repeating with new empha-
sis a warning against the filing of a patent applica-
tion in a foreign country for an invention "made in 
the USA" without first obtaining a “foreign filing 
license” from the U.S. Patent and Trademark Of-
fice (see below). 
 

PCT REFORM 
[See pages 14-15 of third edition] 

 As indicated in the third edition, the Pat-
ent Cooperation Treaty (PCT) system was in the 
midst of a transition from a 20-month deadline to a 
30-month deadline for the “entry into the national 
stage” to be completed for an international patent 

application under Chapter I of the PCT in each coun-
try (or regional patent office) chosen by the patent 
applicant.  (The 30 months are counted from the filing 
date of the national patent application in the case 
where an international patent application claims the 
earlier filing date of such national application.  If no 
national application was filed, or the applicant 
chooses not to claim priority based on such national 
application, then the 30 months are counted from the 
date of filing of the international patent application.) 
 

 The details, as described 
above, are somewhat complex, but 
the key issue (and benefit) for 
inventors is that they may now 
wait an additional ten months be-
fore they must pay certain fees to 
protect their invention.  Where 
funds may be tight, and the inven-
tor needs additional time to dem-

onstrate that the invention has commercial utility, the 
change offers a significant advantage.   
  
 The transition to a 30-month deadline under 
PCT Chapter I is now complete, with all but five of 
the 130 countries now in the PCT system applying the 
30-month deadline.  The exceptions are Switzerland, 
Sweden, Luxembourg, Tanzania, and Uganda which 
still apply the 20-month deadline.  In those countries, 
the patent applicant has to file at the 19th month a 
Demand for Examination under PCT Chapter II in 
order to delay national stage entry until the 30-month 
deadline.  In practice, however, this 20-month dead-
line can still be avoided.  For Switzerland, Sweden 
and Luxembourg, a 30-month deadline is still avail-
able under PCT Chapter I by proceeding through the 
European Patent Office (EPO) which applies a 30-
month deadline.  Similarly, for Tanzania and Uganda, 
the 30-month deadline is available by proceeding via 
the African Regional Industrial Property Organization 
(ARIPO) which applies a 30-month deadline. 

ELECTRONIC ASPECT 
[See pages 8 and 10 of third edition] 

 The PTO as well as other major patent 
application processing bodies, in particular the 
European Patent Office, the World Intellectual 
Property Organization and the Japanese Patent 
Office, continue to make available through the 
Internet more and more documents from the 
examination file for a patent application once an 
application has been published.  These docu-
ments, which include the rejections made by 
examiners and the arguments and amendments 
presented by applicants, are usually available in 
pdf image format, with the exception of docu-
ments available from the PTO which are in tiff 
image format. Thus the entire patent examina-
tion process for an application gradually be-
comes much more transparent to third parties, 
once a patent application has been published and 
all transactions for the application are no longer 
maintained in secrecy. 
 
  Worldwide, patent application process-
ing bodies increasingly provide for electronic 
filing of patent applications, as well as e-filing 
of other documents in the examination of patent 
applications.  In the U.S., the experience with 
the first generations of software provided by 
the PTO for writing and filing patent applica-
tions had been so painful that the PTO had fallen 
far short of the target of having 80% of all patent 
applications filed electronically by 2006.  A new 
Web-based e-filing system based on the filing of 
documents in PDF format was released by the 
PTO early this year.  It promises to be eventually 
much more user-friendly although it is appar-
ently not entirely trouble free at this point. 
 

          What Every Chemist  Should Know About Patents  3rd Edition 2002 
2006 Supplement 


	http://membership.acs.org/C/CPRM/

	What Every Chemist Should Know 

	About Patents

	Foreign filing license

	Document disclosure

	program of the pto

	American Chemical Society

	Update of resources

	DISCLAIMER

	Committee on patents 

	And related matters

	American chemical society

	1155 sixteenth street, nw

	Washington, dc 20036

	202-872-4510

	PCT Reform

	ELECTRONIC Aspect

	          What Every Chemist  Should Know About Patents  3rd Edition 2002



<<

  /ASCII85EncodePages false

  /AllowTransparency false

  /AutoPositionEPSFiles true

  /AutoRotatePages /None

  /Binding /Left

  /CalGrayProfile (Dot Gain 20%)

  /CalRGBProfile (sRGB IEC61966-2.1)

  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)

  /sRGBProfile (sRGB IEC61966-2.1)

  /CannotEmbedFontPolicy /Error

  /CompatibilityLevel 1.4

  /CompressObjects /Tags

  /CompressPages true

  /ConvertImagesToIndexed true

  /PassThroughJPEGImages true

  /CreateJDFFile false

  /CreateJobTicket false

  /DefaultRenderingIntent /Default

  /DetectBlends true

  /DetectCurves 0.0000

  /ColorConversionStrategy /CMYK

  /DoThumbnails false

  /EmbedAllFonts true

  /EmbedOpenType false

  /ParseICCProfilesInComments true

  /EmbedJobOptions true

  /DSCReportingLevel 0

  /EmitDSCWarnings false

  /EndPage -1

  /ImageMemory 1048576

  /LockDistillerParams false

  /MaxSubsetPct 100

  /Optimize true

  /OPM 1

  /ParseDSCComments true

  /ParseDSCCommentsForDocInfo true

  /PreserveCopyPage true

  /PreserveDICMYKValues true

  /PreserveEPSInfo true

  /PreserveFlatness true

  /PreserveHalftoneInfo false

  /PreserveOPIComments true

  /PreserveOverprintSettings true

  /StartPage 1

  /SubsetFonts true

  /TransferFunctionInfo /Apply

  /UCRandBGInfo /Preserve

  /UsePrologue false

  /ColorSettingsFile ()

  /AlwaysEmbed [ true

  ]

  /NeverEmbed [ true

  ]

  /AntiAliasColorImages false

  /CropColorImages true

  /ColorImageMinResolution 300

  /ColorImageMinResolutionPolicy /OK

  /DownsampleColorImages true

  /ColorImageDownsampleType /Bicubic

  /ColorImageResolution 300

  /ColorImageDepth -1

  /ColorImageMinDownsampleDepth 1

  /ColorImageDownsampleThreshold 1.50000

  /EncodeColorImages true

  /ColorImageFilter /DCTEncode

  /AutoFilterColorImages true

  /ColorImageAutoFilterStrategy /JPEG

  /ColorACSImageDict <<

    /QFactor 0.15

    /HSamples [1 1 1 1] /VSamples [1 1 1 1]

  >>

  /ColorImageDict <<

    /QFactor 0.15

    /HSamples [1 1 1 1] /VSamples [1 1 1 1]

  >>

  /JPEG2000ColorACSImageDict <<

    /TileWidth 256

    /TileHeight 256

    /Quality 30

  >>

  /JPEG2000ColorImageDict <<

    /TileWidth 256

    /TileHeight 256

    /Quality 30

  >>

  /AntiAliasGrayImages false

  /CropGrayImages true

  /GrayImageMinResolution 300

  /GrayImageMinResolutionPolicy /OK

  /DownsampleGrayImages true

  /GrayImageDownsampleType /Bicubic

  /GrayImageResolution 300

  /GrayImageDepth -1

  /GrayImageMinDownsampleDepth 2

  /GrayImageDownsampleThreshold 1.50000

  /EncodeGrayImages true

  /GrayImageFilter /DCTEncode

  /AutoFilterGrayImages true

  /GrayImageAutoFilterStrategy /JPEG

  /GrayACSImageDict <<

    /QFactor 0.15

    /HSamples [1 1 1 1] /VSamples [1 1 1 1]

  >>

  /GrayImageDict <<

    /QFactor 0.15

    /HSamples [1 1 1 1] /VSamples [1 1 1 1]

  >>

  /JPEG2000GrayACSImageDict <<

    /TileWidth 256

    /TileHeight 256

    /Quality 30

  >>

  /JPEG2000GrayImageDict <<

    /TileWidth 256

    /TileHeight 256

    /Quality 30

  >>

  /AntiAliasMonoImages false

  /CropMonoImages true

  /MonoImageMinResolution 1200

  /MonoImageMinResolutionPolicy /OK

  /DownsampleMonoImages true

  /MonoImageDownsampleType /Bicubic

  /MonoImageResolution 1200

  /MonoImageDepth -1

  /MonoImageDownsampleThreshold 1.50000

  /EncodeMonoImages true

  /MonoImageFilter /CCITTFaxEncode

  /MonoImageDict <<

    /K -1

  >>

  /AllowPSXObjects false

  /CheckCompliance [

    /None

  ]

  /PDFX1aCheck false

  /PDFX3Check false

  /PDFXCompliantPDFOnly false

  /PDFXNoTrimBoxError true

  /PDFXTrimBoxToMediaBoxOffset [

    0.00000

    0.00000

    0.00000

    0.00000

  ]

  /PDFXSetBleedBoxToMediaBox true

  /PDFXBleedBoxToTrimBoxOffset [

    0.00000

    0.00000

    0.00000

    0.00000

  ]

  /PDFXOutputIntentProfile ()

  /PDFXOutputConditionIdentifier ()

  /PDFXOutputCondition ()

  /PDFXRegistryName ()

  /PDFXTrapped /False



  /Description <<

    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000410064006f006200650020005000440046002065876863900275284e8e9ad88d2891cf76845370524d53705237300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>

    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef69069752865bc9ad854c18cea76845370524d5370523786557406300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>

    /DAN <>

    /DEU <>

    /ESP <>

    /FRA <>

    /ITA <>

    /JPN <FEFF9ad854c18cea306a30d730ea30d730ec30b951fa529b7528002000410064006f0062006500200050004400460020658766f8306e4f5c6210306b4f7f75283057307e305930023053306e8a2d5b9a30674f5c62103055308c305f0020005000440046002030d530a130a430eb306f3001004100630072006f0062006100740020304a30883073002000410064006f00620065002000520065006100640065007200200035002e003000204ee5964d3067958b304f30533068304c3067304d307e305930023053306e8a2d5b9a306b306f30d530a930f330c8306e57cb30818fbc307f304c5fc59808306730593002>

    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020ace0d488c9c80020c2dcd5d80020c778c1c4c5d00020ac00c7a50020c801d569d55c002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>

    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken die zijn geoptimaliseerd voor prepress-afdrukken van hoge kwaliteit. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)

    /NOR <>

    /PTB <>

    /SUO <>

    /SVE <>

    /ENU (Use these settings to create Adobe PDF documents best suited for high-quality prepress printing.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)

  >>

  /Namespace [

    (Adobe)

    (Common)

    (1.0)

  ]

  /OtherNamespaces [

    <<

      /AsReaderSpreads false

      /CropImagesToFrames true

      /ErrorControl /WarnAndContinue

      /FlattenerIgnoreSpreadOverrides false

      /IncludeGuidesGrids false

      /IncludeNonPrinting false

      /IncludeSlug false

      /Namespace [

        (Adobe)

        (InDesign)

        (4.0)

      ]

      /OmitPlacedBitmaps false

      /OmitPlacedEPS false

      /OmitPlacedPDF false

      /SimulateOverprint /Legacy

    >>

    <<

      /AddBleedMarks false

      /AddColorBars false

      /AddCropMarks false

      /AddPageInfo false

      /AddRegMarks false

      /ConvertColors /ConvertToCMYK

      /DestinationProfileName ()

      /DestinationProfileSelector /DocumentCMYK

      /Downsample16BitImages true

      /FlattenerPreset <<

        /PresetSelector /MediumResolution

      >>

      /FormElements false

      /GenerateStructure false

      /IncludeBookmarks false

      /IncludeHyperlinks false

      /IncludeInteractive false

      /IncludeLayers false

      /IncludeProfiles false

      /MultimediaHandling /UseObjectSettings

      /Namespace [

        (Adobe)

        (CreativeSuite)

        (2.0)

      ]

      /PDFXOutputIntentProfileSelector /DocumentCMYK

      /PreserveEditing true

      /UntaggedCMYKHandling /LeaveUntagged

      /UntaggedRGBHandling /UseDocumentProfile

      /UseDocumentBleed false

    >>

  ]

>> setdistillerparams

<<

  /HWResolution [2400 2400]

  /PageSize [612.000 792.000]

>> setpagedevice



