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We will begin momentarily at 2pm ET 

 
Slides available now! Recordings will be available to ACS members after one week. 

1 Contact ACS Webinars ® at acswebinars@acs.org  

www.acs.org/acswebinars 

Type them into questions box! 
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“Why am I muted?” 
Don’t worry. Everyone is 
muted except the presenter 
and host. Thank you and 
enjoy the show.  

Contact ACS Webinars ® at acswebinars@acs.org  

Have Questions? 
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Have you discovered the missing element?  

3 

Find the many benefits of ACS membership! 

http://bit.ly/ACSmember 

Benefits of ACS Membership  

4 http://bit.ly/ACSmember 

Chemical & Engineering News (C&EN)  
The preeminent weekly news source.  

NEW! Free Access to ACS Presentations on Demand®  
ACS Member only access to over 1,000 presentation 
recordings from recent ACS meetings and select events.  

NEW! ACS Career Navigator  
Your source for leadership development, professional 
education, career services, and much more. 
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Let’s get Social…post, tweet, and link to 
ACS Webinars during today’s broadcast! 

facebook.com/acswebinars 

@acswebinars 

Search for “acswebinars”  
and connect! 

6 www.cheminst.ca/about/cic/csc 
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7 www.chemistryandthelaw.org 

Unlike many divisions that focus on laboratory research, our division focuses on educating 
others about issues that arise at the intersection of chemistry and the law. For example, we 
have programmed for several years at local, regional and national ACS meetings on topics 
related to FDA regulatory and patent laws as they pertain to chemical industries and 
technology.  
 

Besides programming at ACS meetings, our division has served the ACS community by 
running initiatives such as the Legal Evaluation Network, an organization dedicated to 
matching qualified attorneys with ACS members with legal needs. 
 

 
 
 
 
 
 
 
 
As you browse the contents of our website, please look for ways that you can get involved with 
our division and do not hesitate to let us know how we can better serve you. 
 

Chemistry and the Law Division Chair 

8 www.acs.org/content/acs/en/about/governance/committees/patents.html 

Committee on Patents  

and Related Matters 

The Committee on Patents and Related Matters (“CPRM”) is a Joint Board – Council 

Committee. Both the Board and the Council call upon CPRM to study and make 

recommendations on matters of importance to the ACS. Intellectual property rights are an 

integral component to innovation. In turn, innovation has been a major component to the health and 

growth of the U.S. chemical enterprise. 
 

 

CPRM Focuses on Four Main Areas: 
 

1) educating ACS members about intellectual property issues important to the chemical enterprise; 

2) monitoring legislative and regulatory developments influencing intellectual property; 

3) disseminating information on about the role of sponsored research and technology transfer; and 

4) nominating chemists for national awards to recognize the innovations and contributions to 

society of chemists. 

 

 

Discover information about patents and related matters created by members of CPRM 

and the ACS, Outside Resource Links and Patent Blogs, and Free Patent Search 

Engines on the website!   
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American Chemical Society                   www.acs.org/international 

Global Chemistry 
Newsletter 

Funding Opportunities, 
Events, and More! 

 
 

REGISTER TODAY 
FOR THE ACS 

INTERNATIONAL 
NEWSLETTER 

 
 

Email intlacts@acs.org 
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Be a featured fan on an upcoming webinar! Write to us @ acswebinars@acs.org  
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How has ACS Webinars    
benefited you? 
 

 ® 

“ACS Webinars are a wonderful break 
from the routine. I Love to hear new 
things in these clear, well-prepared 
webinars.” 
 
 
 

 
Dick Jones 
Hazardous Substances Scientist 

Quote in reference to: http://bit.ly/PatentTopics 

mailto:intlacts@acs.org
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facebook.com/acswebinars 

@acswebinars 
youtube.com/acswebinars 

Search for “acswebinars” and connect! 

12 

Learn from the best and brightest minds in chemistry! 
Hundreds of webinars presented by subject matter experts in 
the chemical enterprise. 
  
Recordings are available to current ACS members one week 
after the Live broadcast date. www.acs.org/acswebinars  
 
Broadcasts of ACS Webinars  continue to be available to the 
general public LIVE every Thursday at 2pm ET! 
 

  ® 

www.acs.org/acswebinars 



7 

Upcoming ACS Webinars 
www.acs.org/acswebinars 
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® 

Contact ACS Webinars ® at acswebinars@acs.org  

Thursday, June 23, 2016 
 

Dreaming Big and Thinking Small: Applying Medicinal 
Chemistry Strategy to Antibody-Drug-Conjugates 
 

Session 6 of the 2016 Drug Design and Delivery Symposium 
 
L. Nathan Tumey, Associate Research Fellow, Pfizer, Inc. 
 

Peter Senter, Vice President of Chemistry, Seattle Genetics  

Thursday, June 30, 2016 
 

Ice Cream Chemistry 
 
Rich Hartel, Professor of Food Engineering, University of Wisconsin-Madison 
 

Maya Warren, Food Scientist, Cold Stone Creamery 

14 

www.acs.org/acswebinars 
Slides available now! Recordings will be available to ACS members after one week 

Global Patents: An Introduction to International Intellectual Property 

This webinar is being co-produced with the Canadian Society of Chemistry, the ACS Chemistry and  
the Law Division, the ACS Committee on Patents and Related Matters, and ACS International Activities  

Kazim Agha 
Partner and Patent Agent,  

Ridout & Maybee LLP 

Sadiq Shah 
 Chair, ACS Committee of Patents  

and Related Matters 
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Global Patent 

Protection  

 

Kazim Agha 

15 

Agenda 

 Patent 

 Filing Strategies 

 Prosecution 

 

16 
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Patent 

 “Bargain” made between government (aka 

“society”) and an individual with an invention 

 

Tell us what you’ve got  

in exchange, 

We’ll give you a time-limited monopoly right 

17 

What is a patent?  

 An exclusionary right 

o The ability to prevent others from making, 

using, or selling your invention as claimed 

o NOT a right to use the invention 

 Time limited monopoly: 20 years from 

the filing date 

18 
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What is a patent?  

 Rights limited to claims in the patent 

 Right limited by country and/or jurisdiction 

o Separate patents are required in US, Japan and 

Canada for protecting an invention 

o No such thing as “World Wide Patent” 

o Patent in China doesn’t protect invention in 

Australia 

19 

Why patent? 

 Deter infringing activities (actively or 

unknowingly) 

 Generate revenue by licensing  

 Generate revenue by selling the patent 

 Increase the value and profile of the company 

 Deter lawsuits 

20 
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What can be patented? 

 Patents granted for an “invention” 

 In simple terms, an invention is  

   a solution to a problem 

 Subject matter exemptions: scientific 

principle/abstract theorem, methods of 

medical treatment, life forms, games and 

methods of playing games 

21 

US Patent 

4608967 

 

“Pat on the 

Back 

Apparatus” 

22 
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US Patent 

654,611 

 

“Initiating 

Device” 

23 

Requirements for obtaining a 

patent? 

 New (Novelty) 

 Not Obvious (Inventive) 

 Useful (Utility) 

 Full disclosure 

24 
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Audience Survey Question 
ANSWER THE QUESTION ON BLUE SCREEN IN ONE MOMENT 

• A)  A new chemical entity (NCE) 
 

• B)  A device someone saw 2 years ago at a trade-show in Japan 
 

• C)  A new process for preparation of a known compound 
 

• D)  A new theory on cold fusion 
 

Which of the following can be patented?  
 

(Select multiple correct answers, total percent will be greater than 100%) 

Filing Strategies 

 Paris Convention 1, 2 

 Patent Cooperation Treaty (PCT) 3, 4 

Note: Don’t delay filing of a patent application 

 
1 http://www.wipo.int/treaties/en/ip/paris/ 
2 http://www.wipo.int/treaties/en/text.jsp?file_id=288514 
3 http://www.wipo.int/pct/en/  
4 http://www.wipo.int/pct/en/texts/articles/atoc.htm     

26 

http://www.wipo.int/treaties/en/ip/paris/
http://www.wipo.int/treaties/en/text.jsp?file_id=288514
http://www.wipo.int/pct/en/
http://www.wipo.int/pct/en/texts/articles/atoc.htm
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 Introduced international framework for 

industrial property rules for the first time 

 Total contracting parties: 176 

 Each contracting state must grant same 

protection to nationals of other contracting 

states as it grants to its own nationals 

Paris Convention 

27 

 On the basis of a first application (priority 
application) filed in one of the contracting 
states, the applicant may: 

o within a certain time period (12 months for 
patents) 

o apply for protection in any of the other 
contracting states; 

o these later applications will then be regarded 
as if they had been filed on the same day as 
the first application 

Paris Convention 

28 
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Paris Convention 

 

 

       

       

      Re-file in U.S. (optional) 

     Oct. 23/14    Oct. 23/15 

 File U.S. Application 

 (Provisional or Regular)                                  

      File in Canada    

 

      File in Germany 

 

      File in Brazil 

 

      File in Japan 

 

      - extension of time? 

 

      * NO! 

29 

 Treaty allows filing of a single application in each 
contracting state 

 Total contracting states: 149 

 At 30 months (31 in some jurisdictions) from the 
first filed application, an application must enter 
the national phase in each country or region of 
interest 

 Notable exceptions: Taiwan and Argentina (not 
part of PCT) 

Patent Cooperation Treaty (PCT) 

30 
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PCT Contracting States 

31 

Patent Cooperation Treaty (PCT) 

 

 

       

       

      File in U.S.  

     Oct. 23/14    Apr 23/16 (30 months) 

 File PCT Application 

                                   

      File in Canada    

 

      File in Germany 

 

      File in Brazil 

 

      File in Japan 

 

 Extension of time? 

     Available in some jurisdictions 

32 
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Paris Convention and PCT 

Oct. 23/14 

File U.S. 

Application 

Maintain (Optional) 

12 Months 

 

File PCT 30 Months 
 
File in Canada 
 
File in Japan 
 
File in Germany 
 
File in South Africa 
 
File in Brazil 
 
File in France 

33 

 Cost deferral 

 Decision deferral  

o is it valuable?  

o is there better technology available? 

o is it patentable? 

o which countries are of interest? 

 

Advantages of PCT 

34 
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Audience Survey Question 
ANSWER THE QUESTION ON BLUE SCREEN IN ONE MOMENT 

• A)  Once published, it gives a worldwide patent 
 

• B)  A single application for obtaining a filing date in multiple 
jurisdictions 

 

• C)  Only way to file a patent application 
 

• D)  Defer translation costs 
 
 

Why would one wish to file a PCT application?  
 

(Select multiple correct answers, total percent will be greater than 100%) 

Prosecution  

 
 Separate prosecution in each jurisdiction 

 Patent Prosecution Highway (PPH) 

o Initiative for accelerating prosecution 

o Bi-lateral and tri-lateral agreements between 
different patent offices 

o Participating patent offices can benefit from 
work previously done by another patent 
office  

36 
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Thank you! 

37 

38 

www.acs.org/acswebinars 
Slides available now! Recordings will be available to ACS members after one week 

Global Patents: An Introduction to International Intellectual Property 

This webinar is being co-produced with the Canadian Society of Chemistry, the ACS Chemistry and  
the Law Division, the ACS Committee on Patents and Related Matters, and ACS International Activities  

Kazim Agha 
Partner and Patent Agent,  

Ridout & Maybee LLP 

Sadiq Shah 
 Chair, ACS Committee of Patents  

and Related Matters 
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39 www.cheminst.ca/about/cic/csc 

40 www.acs.org/content/acs/en/about/governance/committees/patents.html 

Committee on Patents  

and Related Matters 

The Committee on Patents and Related Matters (“CPRM”) is a Joint Board – Council 

Committee. Both the Board and the Council call upon CPRM to study and make 

recommendations on matters of importance to the ACS. Intellectual property rights are an 

integral component to innovation. In turn, innovation has been a major component to the health and 

growth of the U.S. chemical enterprise. 
 

 

CPRM Focuses on Four Main Areas: 
 

1) educating ACS members about intellectual property issues important to the chemical enterprise; 

2) monitoring legislative and regulatory developments influencing intellectual property; 

3) disseminating information on about the role of sponsored research and technology transfer; and 

4) nominating chemists for national awards to recognize the innovations and contributions to 

society of chemists. 

 

 

Discover information about patents and related matters created by members of CPRM 

and the ACS, Outside Resource Links and Patent Blogs, and Free Patent Search 

Engines on the website!   



21 

Upcoming ACS Webinars 
www.acs.org/acswebinars 

41 

® 

Contact ACS Webinars ® at acswebinars@acs.org  

Thursday, June 23, 2016 
 

Dreaming Big and Thinking Small: Applying Medicinal 
Chemistry Strategy to Antibody-Drug-Conjugates 
 

Session 6 of the 2016 Drug Design and Delivery Symposium 
 
L. Nathan Tumey, Associate Research Fellow, Pfizer, Inc. 
 

Peter Senter, Vice President of Chemistry, Seattle Genetics  

Thursday, June 30, 2016 
 

Ice Cream Chemistry 
 
Rich Hartel, Professor of Food Engineering, University of Wisconsin-Madison 
 

Maya Warren, Food Scientist, Cold Stone Creamery 
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www.acs.org/acswebinars 
Slides available now! Recordings will be available to ACS members after one week 

Global Patents: An Introduction to International Intellectual Property 

This webinar is being co-produced with the Canadian Society of Chemistry, the ACS Chemistry and  
the Law Division, the ACS Committee on Patents and Related Matters, and ACS International Activities  

Kazim Agha 
Partner and Patent Agent,  

Ridout & Maybee LLP 

Sadiq Shah 
 Chair, ACS Committee of Patents  

and Related Matters 
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43 www.chemistryandthelaw.org 

Unlike many divisions that focus on laboratory research, our division focuses on educating 
others about issues that arise at the intersection of chemistry and the law. For example, we 
have programmed for several years at local, regional and national ACS meetings on topics 
related to FDA regulatory and patent laws as they pertain to chemical industries and 
technology.  
 

Besides programming at ACS meetings, our division has served the ACS community by 
running initiatives such as the Legal Evaluation Network, an organization dedicated to 
matching qualified attorneys with ACS members with legal needs. 
 

 
 
 
 
 
 
 
 
As you browse the contents of our website, please look for ways that you can get involved with 
our division and do not hesitate to let us know how we can better serve you. 
 

Chemistry and the Law Division Chair 

American Chemical Society                   www.acs.org/international 

Global Chemistry 
Newsletter 

Funding Opportunities, 
Events, and More! 

 
 

REGISTER TODAY 
FOR THE ACS 

INTERNATIONAL 
NEWSLETTER 

 
 

Email intlacts@acs.org 

mailto:intlacts@acs.org
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Be a featured fan on an upcoming webinar! Write to us @ acswebinars@acs.org  
 

45 

 
How has ACS Webinars    
benefited you? 
 

 ® 

“ACS Webinars are a wonderful break 
from the routine. I Love to hear new 
things in these clear, well-prepared 
webinars.” 
 
 
 

 
Dick Jones 
Hazardous Substances Scientist 

Quote in reference to: http://bit.ly/PatentTopics 
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facebook.com/acswebinars 

@acswebinars 
youtube.com/acswebinars 

Search for “acswebinars” and connect! 
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Benefits of ACS Membership  

47 http://bit.ly/ACSmember 

Chemical & Engineering News (C&EN)  
The preeminent weekly news source.  

NEW! Free Access to ACS Presentations on Demand®  
ACS Member only access to over 1,000 presentation 
recordings from recent ACS meetings and select events.  

NEW! ACS Career Navigator  
Your source for leadership development, professional 
education, career services, and much more. 

48 

ACS Webinars  does not endorse any products or 
services. The views expressed in this 
presentation are those of the presenter and do 
not necessarily reflect the views or policies of the 
American Chemical Society. 

®  

Contact ACS Webinars ® at acswebinars@acs.org  
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Upcoming ACS Webinars 
www.acs.org/acswebinars 
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® 

Contact ACS Webinars ® at acswebinars@acs.org  

Thursday, June 23, 2016 
 

Dreaming Big and Thinking Small: Applying Medicinal 
Chemistry Strategy to Antibody-Drug-Conjugates 
 

Session 6 of the 2016 Drug Design and Delivery Symposium 
 
L. Nathan Tumey, Associate Research Fellow, Pfizer, Inc. 
 

Peter Senter, Vice President of Chemistry, Seattle Genetics  

Thursday, June 30, 2016 
 

Ice Cream Chemistry 
 
Rich Hartel, Professor of Food Engineering, University of Wisconsin-Madison 
 

Maya Warren, Food Scientist, Cold Stone Creamery 


