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Use the Questions Box! 
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If you enjoy ACS Webinars ® every Thursday… 

please support the program!  
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Find the many benefits of ACS membership! 

www.join.acs.org 

ACS Network (search for group acswebinars)     

www.communities.acs.org 

 

® 
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www.facebook.com/acswebinars 
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How has ACS Webinars   benefited you? 
 

Be a featured fan on an upcoming webinar! Write to us @ acswebinars@acs.org  

Fan of the Week 
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“I have found this Entrepreneurial Series 

helpful because I have been working with 

startup companies. It has given me ideas that 

are quite relevant to my work. In particular, I 

have appreciated information about venture 

capital companies and soliciting venture 

capital.” 
 
Harold L. Durkin, PhD 

President  

MDP Chemical Marketing 

® 
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See all of our ACS Webinets    on YouTube at 

http://bit.ly/acswebinets 

“Feeling short on time? ACS Webinets   are 2 

minute segments that bring you valuable 

snippets from some of our most popular full 

length ACS Webinars   ” 

Q:  “Hungry for a brain snack?” 

 
A:       on 

® 

TM 
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www.acswebinars.org/most-popular 

Enjoy our most popular ACS Webinars  ! 
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Upcoming ACS Webinars 
www.acswebinars.org  

Thursday, August 22, 2013  

 

ACS Fellows Series:  

Keys to a Successful Career 

  
Dr. Dwaine Eubanks, Professor Emeritus of Chemistry, Clemson  

University. 
 

Dr. Amina K. El-Ashmawy, Professor of Chemistry, Collin College 

 
 

Thursday, September 5, 2013  

 

Green Chemistry Education,  

Charting a Course for the Future 

  
Dr. Dwaine Eubanks, Professor of Chemistry and Co-Director of  

Environmental Science, University of Scranton 
 

Dr. Joseph Fortunak, Professor of Chemistry, Howard University 
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Stay tuned for your chance to win! 

9 

“Success, failure, joy, pain and rejection. Neil 

Senturia shares the ups and downs of his 

entrepreneurial life and the lessons-rules-that 

he’s learned and how they apply to all of our lives. 

The book reads like Neil talks (with the occasional 

four letter word!). Be prepared for a humorous 

and insightful read.” 

 

www.imthereforyoubaby.com 

® 

 
 

 “Everyone today must think like an entrepreneur whether it’s in your own 

business, a large corporation or a nonprofit organization.” 

  

 Continues Thursday, September 19, 2013 @ 2PM EDT 
 

 Learning how to develop the next big start-up has never been so entertaining! 

 

     ACS members who attend 7 out of 9 sessions get a Certificate of Completion.  
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Earn a Certificate for this Series! 
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www.acswebinars.org/certificate-of-completion 
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co-produced by UC San Diego von Liebig 

Entrepreneurism Center. 
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Intellectual Property Today and  
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Invents Act  

 

Marc T. Morley 

Partner 

2013 Chemical Entrepreneurship Series 
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August 15, 2013 
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Marc T. Morley 

 

 Partner, Foley & Lardner LLP 

 Chem/Bio/Pharma intellectual property practice  

 15+ years industry and legal experience in 
chemical, pharmaceuticals, biotechnology, 
industrial microbiology and food and veterinary 
technology, plants, and medical devices 

 Adjunct Professor of Patent Law at the University 
of San Diego School of Law 

 Instructor of Biotechnology Patent Law at UCSD 

 President of the San Diego Intellectual Property 
Law Association 

 

 858-847-6700 

 mmorley@foley.com 
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Intellectual Property Today and the 

America Invents Act 

 What we plan to cover: 

– First, some Basics … 

– Filing patents early and getting them fast 

– Don’t pay more than you have to – new fees for 

micro-entities 

– Owning your intellectual property 

– Avoiding self-inflicted harm to your IP 

 

16 

mailto:mmorley@foley.com


9 

©2012 Foley & Lardner LLP 

Some Basics … 

 Requirements for a Patent: 

– 35 U.S.C. §§: 

 101: Eligibility and Utility 

 102: Novelty 

 103: Obviousness 

 112: Enablement, Written Description and Best     

 Mode 
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Some More Basics … 

 What kinds of things can I patent or are 

potentially eligible for patenting? 

18 
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AMP v. Myriad Genetics 

 Are genes patentable? 
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Quiz: 

Question #1 

 The U.S. Supreme Court recently invalidated patent claims 

owned by Myriad Genetics that were directed to isolated gene 

sequences that other than being isolated from a genome, 

were not otherwise altered, arguing that such sequences were 

products of nature that are not eligible for patent protection.  

Should other chemical compounds be ineligible for patent 

protection based upon the Supreme Court’s reasoning? 

A. No, they should be eligible; we should stay with status quo, which is 

working well and providing incentives for innovation. 

B. Yes, if they are nothing more than chemical substances isolated from 

nature, they should not be eligible for protection; everyone should 

have the right to such substances. 
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http://en.wikipedia.org/wiki/File:Penicillin_core.svg
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Some More Basics … 

 What kinds of things can I patent or are 

potentially eligible for patenting? 

– Processes/Methods 

– Machines 

– Manufacture 

– Compositions of matter (small molecules, nucleic 

acids, polypeptides, cells, antibodies …) 

– Improvements 
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Eligible Subject Matter - Exceptions 

Three Exceptions 

  Laws of nature (Prometheus) 

 Abstract ideas (Bilski) 

 Products of nature (Myriad) 

22 
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America Invents Act 

 Signed into law by President Obama on Sept. 16, 2011 

 “First inventor to file” 

 “Harmonization” with rest of world 

©2012 Foley & Lardner LLP 

Summary of Changes 

9/16/2011 9/16/2012 3/16/2013 

-Virtual marking 

-Prioritized examination 

-Micro Entity 

-15% surcharge 

-Electronic filing incentive 

-No “Best Mode” defense 

-Inter partes reexam threshold 

-Prior user rights expansion 

-No tax strategies 

-No human organisms 

-False marking* 

- First to file/publish 

- Derivation proceedings 

- No Statutory Invention 

Registrations 

- Substitute for declarations 

- 3rd party submissions* 

- Supplemental examinations*  

- Citation of written statements* 

- Priority exam for important 

technologies  

- Inter partes review*  

- Post-grant review* 

- Transitional business method post-

grant review* 

- Small business patent ombudsman 
*applies retroactively 
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Filing Patents Early 

 Old U.S. Law: First inventor entitled to patent 

(generally, even if did not file the patent 

application first) 

 

 New U.S. Law: First inventor to file the patent 

application is entitled to a patent – AKA: 

 

“First-to-File” 
25 
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First-to-File, but Not Invent Scenario 

2nd Inventor 

“Invents” 

1st Inventor 

“Invents” 

• Old Law (First-to-Invent): 1st Inventor entitled to patent rights, if 

he/she “invented” first (conception) and was “diligent” in filing the 

application. 

 
• New Law: 2nd Inventor entitled to patent rights (unless he/she 

derived the invention from 1st inventor) 

2nd Inventor 

Files Application 

1st Inventor 

Files Application 
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Filing Patents Early …  

 Pressure to file quickly must be balanced with: 

– Sufficient development to satisfy disclosure 

requirements 

– Coordinating downstream R&D so as to not create 

challenges against yourself. 

 

 Advantage for larger organization with greater 

resources? 
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Getting Patents Fast 

 Prioritized Examination (“Track 1”): 

– Requires (at time of filing): 

 Petition (simple) 

 Fee $4800 ($2400 for small entities) 

 Inventor Declaration  

 Application Filing Fees 

– What you get: 

 First action w/in 4 months 

 Final disposition w/in about 12 months 

 

28 
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Getting Patents Fast 

Prioritized Examination (“Track 1”): 
(http://www.uspto.gov/patents/init_events/Track_One.jsp) 
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First Action on the 

Merits mailed 

Final Dispositions 

mailed 

Number Allowances 

of total Final 

Dispositions 

Number of Track One 

applications 
7692 4729 2516 

Pendency to FAOM 

from Grant of 

Request (mos.) 

Pendency to Final 

Disposition from 

Grant of Request 

(mos.) 

2.0 5.93 

©2012 Foley & Lardner LLP 

Getting Patents Fast 

– Is it more expensive? 

 May be less expensive, but costs are incurred earlier. 

– Interesting Article comparing accelerated options: 

 http://www.patentlyo.com/patent/2012/12/expediting-

prosecution-.html 
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Don’t Pay More than you Have To 

 Micro Entity Status – 75% Fee Reduction: 

– To Qualify, must meet all of the following: 

 Qualify as a USPTO-defined small entity. 

 Not be named on more than four previously filed applications.* 

 Not have a gross income more than three times the median 

household income in the previous year from when the fee(s) is paid. 

For 2011, the most recent year that data is available, the median 

income was $50,054  (3x = $150,162). 

 Not be under an obligation to assign, grant, or convey a license or 

other ownership to another entity that does not meet the same 

income requirements as the inventor. 

(http://www.uspto.gov/inventors/independent/eye/201302/Advice.jsp) 
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Don’t Pay More than you Have To 

 Micro Entity Status – 75% Fee Reduction: 

– Qualify based on “Institutions of Higher Education” 

 Employee of Institution of Higher Education: the applicant’s 

employer, from which the applicant obtains the majority of the 

applicant’s income, is an institution of higher education as defined 

in section 101(a) of the Higher Education Act of 1965 (20 U.S.C. 

1001(a)); or 

 Rights owned by Institution of Higher Education: the applicant has 

assigned, granted, conveyed, or is under an obligation by contract 

or law, to assign, grant, or convey, a license or other ownership 

interest in the particular applications to such an institution of 

higher education. 

(http://www.bpmlegal.com/howsmall.html) 
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Quiz: 

Question #2 

 Chemist discovers a new chemical compound that kills leukemia 

cells.  Chemist approaches Professor at University to test the 

compound on Professor’s lymphoma cell line suspecting it likely is 

effective against it.  Professor confirms that the compound works 

very well against the cell line and shares the optimal lethal dose 

with Chemist.  Professor tells Chemist “I did not discover anything 

here, you own it.”  Who owns the invention of treating lymphoma 

with the compound? 

A. Chemist 

B. Professor 

C. University 

D. All of the above 

E. Chemist and University 

 

 

 

33 

©2012 Foley & Lardner LLP 34 

Owning Your Intellectual Property 

 Inventors own their invention 

 Inventors can give up or assign their rights to third 

parties 

– Employee and Contractor Agreements 

 Beware of unintended co-inventors 

– Jt. researchers, collaborators, contractors, etc. 

 Co-inventors own equally & can dispose unilaterally 

 Leaving off inventor can render patent unenforceable 
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Avoiding Self-Inflicted Harm 

 What we hope to cover: 
– Do Not Disclose Invention Outside of Confidentiality 

 Use Confidential Disclosure Agreements (CDAs) for discussions 

with potential collaborators, licensees, investors (when possible), 

etc. 

– Protect confidential information (e.g., mark it as “confidential” or don’t 

disseminate it 

– File patent applications before presentations, talks, publishing in 

journals, publishing a dissertation, meeting with collaborators, 

licensees, investors, etc. 

– Maintain records of research and development (e.g., lab notebooks) 

– Use caution with content of submissions and reports (assume they will 
be publicly available immediately) 

35 
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Thank you! 

Marc T. Morley 

Partner 

Foley & Lardner LLP 

mmorley@foley.com 

Foley.com 

 

858-847-6700 

mailto:mmorley@foley.com
http://www.foley.com/
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Intellectual Property Today and  

the America Invents Act  

37 Co-produced with UC San Diego’s von Liebig Center  
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Patent Attorney  

Foley & Lardner LLP 

Dr. Stephen Flaim 

Past Chairman of the Board 

Tech Coast Angels 

Earn a Certificate for this Series! 

38 

www.acswebinars.org/certificate-of-completion 
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The keyword to verify attendance for the 7th 
installment of the 2013 Chem. Entrep. Series is…  

39 

Please note you will need to provide the keyword via email to 

acswebinars@acs.org for ONLY THE RECORDED presentations that 

you watch. If you tune in LIVE we do not need a keyword confirmation 

because your attendance is confirmed automatically.  

“Patent” 

Like our ACS Webinars ® Facebook page 

for your chance to win!!! 

40 
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 “Everyone today must think like an entrepreneur whether it’s in your own 

business, a large corporation or a nonprofit organization.” 

  

 Continues Thursday, September 19, 2013 @ 2PM EDT 
 

 Learning how to develop the next big start-up has never been so entertaining! 

 

     ACS members who attend 7 out of 9 sessions get a Certificate of Completion.  
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Stay Connected…  
 

LinkedIn (search group for acswebinars) 

www.twitter.com/acswebinars  

www.facebook.com/acswebinars  
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Be a featured fan on an upcoming webinar! Write to us @ acswebinars@acs.org  
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“I have found this Entrepreneurial Series 

helpful because I have been working with 

startup companies. It has given me ideas that 

are quite relevant to my work. In particular, I 

have appreciated information about venture 

capital companies and soliciting venture 

capital.” 
 
Harold L. Durkin, PhD 

President  

MDP Chemical Marketing 
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American Chemical Society 

 

 

The ACS International Center presents 
 

The ACS Scientific Freedom and Human Rights Webinar Series: 

 

A Look at Seeding Labs: a glimpse at the role played by 

Seeding Labs, Org in empowering talented scientists in 

developing countries.  
 

Featuring Dr. Nina Dudnik, Founder & CEO of Seeding Labs, Org. 

Dr. Richard Danchik, former president of Pittcon,  

member of ACS Committee on International Activities 

 

Tuesday, August 20, 2013; 2:00-3:00PM (EST), Free 

 

Register now at www.acs.org/ic_seeding 

 
 

 

 

If you enjoyed this ACS Webinar today… 

please support the program!  

Find the many benefits of ACS membership! 

www.join.acs.org 

ACS Network (search for group acswebinars)     

www.communities.acs.org 
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ACS Webinars ® does not endorse any 

products or services. The views expressed in 

this presentation are those of the presenter 

and do not necessarily reflect the views or 

policies of the American Chemical Society. 
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